Mar 18 04 04: 18p 



i 



PG 




971 4GG0 



p. 5 



REMARKS 



Attached is a terminal disclaimer regarding various related applications filed coincidently 
with the present application. 

The Examiner has rejected Claims 1-15 under 35 U.S.C. 102(a) as being anticipated by 
Balenson et al (hereinafter, "Balenson"). Applicant respectfully submits that the Balenson reference 
is not prior art. To reject the claims, the Examiner has relied upon 35 U.S.C. 102(a). 35 U.S.C. 
102(a) states: 

"a) the invention was known or used by others in this country, or patented or describe in a 
printed publication in this or a foreign country, before the invention thereof by the applicant 
for patent." (emphasis added) 

Unless it is a statutory bar, a rejection based on a publication may be overcome by a showing 
that it was published either by applicant himself/herself or on his/her behalf. See MPEP 71 5.01(c). 

Where the applicant is one of the co-authors of a publication cited against his or her 
application, ... the applicant may overcome the rejection by filing a specific affidavit or declaration 
under 37 CFR 1 .132 establishing that the article is describing applicant's own work. An affidavit or 
declaration by applicant alone indicating that applicant is the sole inventor and that the others were 
merely working under his or her direction is sufficient to remove the publication as a reference under 
35 U.S.C. 102(a). In re Katz, 687 F.2d 450, 215 USPQ 14 (CCPA 1982). See MPEP 715,01(c). 

In fact, even if applicant's work was publicly disclosed prior to his or her application, 
applicant's own work may not be used against him or her unless there is a time bar under 35 U.S.C, 



102(b). In re DeBaun, 687 F.2d 459, 214 USPQ 933 (CCPA 1982) (citing In re Katz, 687 F.2d 450, 
215 USPQ 14 (CCPA 1982)), See MPEP 2136.05. 
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Moreover, an uncontradicted "unequivocal statement" from the applicant regarding the 
subject matter disclosed in an article or patent will be accepted as establishing inventorship, hi re 
DeBaun, 214USPQ 933, 936 (CCPA 1982). SeeMPEP 716.10. 

Attached is an affidavit to this eiTect. hi view of the above remarks and the attached 
affidavit, the Balenson reference is deemed removed as prior art. 

Thus, all of the independent claiins are deemed allowable. Moreover, the remaining 
dependent claims are further deemed allowable, in view of their dependence on such independent 
claims. 

In the event a telephone conversation would expedite the prosecution of this application, the 
Examiner may reach the undersigned at (408) 505-5 1 00, The Commissioner is authorized to charge 
any additional fees or credit any overpayment to Deposit Account No. 50-1351 (Order No. 
NAI1P080). 
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P.O. Box 721120 

San Jose, CA 95172-1120 
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